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Remarks: 

These remarks are responsive to the non-final Office action dated October 2, 
2007, and are being filed under 37 C.F.R. § 1.111. Claims 1-28, 30-54, 101, 110-117, 
137-139, and 142-157 are pending in the application, prior to entry of the present claim 
amendments. In the Office action, the Examiner 

(1) withdrew claims 10, 21, 101, 111-113, and 115-1 17 from consideration; 

(2) rejected claims 1-8, 11-16, 23, 24, 26, 30, 40, 42, 46-49, 53-53 [sic], 137, 142, 145- 
147, 151-153, and 155 under 35 U.S.C. § 102(b) as being anticipated by U.S. 
Patent No. 6,165,155 to Jacobsen et al. ("Jacobsen"); 

(3) rejected claim 9 under 35 U.S.C. § 103(a) as being unpatentable over Jacobsen in 
view of U.S. Patent No. 6,436,078 to Svedman ("Svedman"); and 

(4) rejected claims 10 and 148 under 35 U.S.C. § 103(a) as being unpatentable over 
Jacobsen in view of U.S. Patent No. 5,894,841 to Voges ("Voges"). 

Applicants traverse the rejections, contending that all of the pending claims are 

patentable over the cited references, taken alone or in combination. 

The Examiner also objected to claims 17-19, 21-22, 25, 27, 31-35, 41, 43-45, 50- 

52, 101, 110-117, 138-139 and 143-144 in the Office Action Summary, but did not 

specify the basis for the objection in the Detailed Action. Applicants thus respectfully 

request that the Examiner explain the basis for the objection. In particular, it is unclear 

whether the Examiner intended to indicate that the claims objected to would be 

allowable if rewritten in independent form (there is no basis of rejection indicated for the 

objected-to claims). 

Nevertheless, to expedite the issuance of a patent, and to more particularly point 
out and distinctly claim aspects of the invention that applicants would like to patent, 
applicants have (1) canceled claims 145-148, 150, and 152-156, without prejudice; (2) 
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amended claims 1, 4, 9, 10, 45, 53, 149, 151, and 157; and (3) added one new claim, 
namely, claim 158. However, applicants reserve the right to pursue any of the canceled 
or amended claims, in original or amended form, at a later time. Applicants also have 
presented remarks showing that all of the pending claims are patentable over the cited 
references, taken alone or in combination. Accordingly, applicants respectfully request 
reconsideration of the application in view of the amendments above and the remarks 
below, and prompt allowance of all of the pending claims. 
/. Claim Amendments 

The present communication amends claims 1, 4, 9, 10, 45, 53, 149, 151, and 
157; and adds one new claim, namely, claim 158. Each amendment to an existing claim 
and the new claim are supported fully by the application. Exemplary support (or an 
explanation) for each amendment to an existing claim and for the new claim is listed, 
without limitation, in the following table: 


Claim(s) 

Support (or Explanation) 

1, 2, and 9 
(Independent) 

Page 4, paragraph [21 J; 
Page 21, paragraph [71]; and 
Figure 8 

4 

Page 4, paragraph [21] 

45 

(Corrects a typographical error) 

53 

Page 4, paragraph [21] 

149 and 151 

(Amend the dependency from canceled 
claim 145 to independent claim 1) 

157 

Figure 8 

158 (New) 

Figures 1-8 
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«• Claim Reiections-35 ty.S.C. SS 102 and 103 

The Examiner rejected claims 1-16, 20, 23, 24, 26, 30, 40, 42, 46-49, 53-53 [s/c], 
137, 142, 145-148, 151-153, and 155 as being anticipated by Jacobsen or obvious over 
Jacobsen in combination with Svedman or Voges. Applicants traverse the rejections, 
contending that all of the rejected claims are patentable over the cited references, taken 
alone or in combination. Nevertheless, for the reasons set forth above, applicants have 
canceled claims 145-148, 150, 152-156, without prejudice; and have amended claims 1, 
4, 9, 10, 45, 53, 149, 151, and 157. Each of the pending claims is patentable for at least 
the reasons set forth below. 

A Claims 1-8. 11-28. 30-42. 44-54, 101. 110-117. 137-139. 142-144. 149. 151. 
and 157 

Independent claim 1, as currently amended, reads follows: 

1. (Currently Amended) An applicator for cutaneous delivery of a 
bioactive composition to a cutaneous target, comprising: 

a jet dispenser comprising an orifice[[,]] and a container which holds and 
delivers the bioactive composition to said orifice for ejection therethrough; and 

a spacer positioned to elevate the orifice above the cutaneous target 
such that an air gap is established that extends directly from the dispenser 
orifice to the cutaneous target the bioactive composition traveling across 
the air gap between the dispenser orifice and the target during ejection of the 
bioactive composition to the target. 

Claim 1 was rejected under 35 U.S.C. § 102 as being anticipated by Jacobsen. 
However, Jacobsen does not disclose, teach, or suggest every element of currently 
amended claim 1. For example, Jacobsen does not disclose, teach, or suggest "a 
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spacer positioned to elevate the orifice above the cutaneous target such that an air gap 
is established." 

Jacobsen relates to a multi-pathway electronically-controlled drug delivery 
system that is strapped to a patient's limb or torso (e.g., as illustrated below in Figure 1 
of Jacobsen). 



The system is disclosed to include a control pad 10 and a drug storage and delivery 
module 20 coupled to the module by a cable 30. The module is strapped to a cleaned 
area of persons skin and "has a soft and dry sponge-like material underneath (not 
shown) that lies between the module 20 and the skin" (col. 5, lines 51-53). Jacobsen 
further states that "[t]he sponge is preferably impregnated with an antiseptic solution," 
which "helps prevent infection at an injection site" (col. 5, lines 62-64). In addition, 
Jacobsen states that "[t]he sponge will also absorb a small amount of blood that may 
appear at an injection site upon withdrawal of a needle" (col. 6, lines 2-4). 
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However, Jacobsen does not disclose, teach, or suggest that the sponge 
elevates any portion of module 20 to establish an air gap , and thus particularly does not 
disclose, teach, or suggest "a spacer positioned to elevate the orifice above the 
cutaneous target such that an air gap is established that extends directly from the 
dispenser orifice to the cutaneous target," as recited by currently amended claim 1. 
Neither Svedman nor Voges corrects this defect in Jacobsen. Independent claim 1 thus 
should be allowed. In addition, claims 2-8, 11-28, 30-42, 44-54, 101, 110-117, 137-139, 
142-144, 149, 151, and 157, which depend ultimately from independent claim 1, also 
should be allowed for at least the same reasons as claim 1. 
S. Claims 9 and 10 

Independent claims 9 and 10, as currently amended, each recite all the elements 
of claim 1, including a spacer with the same characteristics as those of claim 1, 
Accordingly, claims 9 and 10 should be allowed for at least the same reasons as 
claim 1. 

///- New Claim 158 

The present communication adds new claim 158, which depends from 
independent claim 1. Claim 158 recites "wherein the cutaneous target faces the 
dispenser orifice during ejection of the bioactive composition to the target/' Claim 158 
should be allowed not only for depending from allowable independent claim 1, but also 
for further distinguishing the claimed invention from the prior art. Applicants respectfully 
request that the Examiner consider the patentability of claim 158. 
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IV. Conclusion 

Applicants believe that this application is now in condition for allowance, in view 
of the above amendments and remarks. Accordingly, applicants respectfully request 
that the Examiner issue a Notice of Allowance covering all of the pending claims. If the 
Examiner has any questions, or if a telephone interview would in any way advance 
prosecution of the application, please contact the undersigned attorney of record. 

Respectfully submitted, 
KOLISCH HARTWELL, P C. 

Walter W. Karnstein 
Registration No. 35,565 
520 S.W. Yamhill Street, Suite 200 
Portland, Oregon 97204 
Telephone: (503) 224-6655 
Facsimile: (503) 295-6679 
Attorney for Applicants 

CERTIFICATE OF FACSIMILE TRANSMISSION 

I hereby certify that this correspondence is being facsimile transmitted to Examiner 
Jacqueline Stevens, Group Art Unit 3761, Assistant Commissioner for Patents, at facsimile 
number (571) 273-8300 on January 2, 2008. 

Christie A. Doolittle 
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